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DETAILED ACTION 

Status of Claims 

Claims 1-25, 27, 30-32, 34, and 35 remain canceled. Claims 33, 44, and 45 are 
amended. Currently, claims 26, 28, 29, 33, and 36-50 are pending and presented for 
examination on the merits. 

Status of Previous Rejections Under 35 USC §112 

The previous rejection of independent claim 26 and all claims dependent 
therefrom under the first paragraph of 35 U.S.C. 112 is maintained. Applicant 
responded by stating that the casting limitations at issue are disclosed in paragraphs 
[0018] and [0019] of the specification. The Examiner has reviewed the aforementioned 
paragraphs and has determined that they do not adequately provide support because 
they merely recite the act of casting, but not the specific details of casting as claimed. 
Applicant further reasoned that since the disputed limitations are known to one of 
ordinary skill in the art to be associated with casting, the limitations are not new matter 
in view of the fact that they would be common knowledge to the skilled artisan. In 
response, if the limitations are known to one of ordinary skill in the art to be associated 
with casting as alleged by Applicant, then there would be no need to explicitly recite 
such common knowledge in the claim, as doing so would not only be redundant but 
would not serve to patentably distinguish the claim from any prior art that teaches 
casting. 
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The previous rejection of claims 33, 44, and 45 under the second paragraph of 
35 U.S.C. 112 is withdrawn in view of the amendments to the claims. 

Claim Rejections - 35 USC § 103 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 26, 33, 36-38, 44-46, and 50 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Genereux et al. (US 4,769,087) in view of Glossary of 
Metallurgical and Metalworking Terms (Metals Handbook, ASM Handbooks Online; 
hereafter, "Metals Handbook"). The claims stand rejected for the reasons set forth in 
the Office action dated March 16, 2009. 

Claims 28, 29, 39, 43, 47, and 48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Genereux et al. (US 4,769,087) in view of Glossary of Metallurgical 
and Metalworking Terms (Metals Handbook, ASM Handbooks Online; hereafter, "Metals 
Handbook"), as applied to claim 26 above, and further in view of Vogt et al. (US 
6,120,624). The claims stand rejected for the reasons set forth in the Office action 
dated March 16, 2009. 

Claims 40, 41 , and 49 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Genereux et al. (US 4,769,087) in view of Glossary of Metallurgical 
and Metalworking Terms (Metals Handbook, ASM Handbooks Online; hereafter, "Metals 
Handbook"), as applied to claim 26 above, and further in view of Heitman et al. (US 
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5,071 ,059). The claims stand rejected for the reasons set forth in the Office action 
dated March 16, 2009. 

Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Genereux et al. (US 4,769,087) in view of Glossary of Metallurgical and Metalworking 
Terms (Metals Handbook, ASM Handbooks Online, as applied to claim 26 above, and 
further in view of Vogt et al. (US 6,120,624) and Watter (US 2,304,976). The claim 
stands rejected for the reasons set forth in the Office action dated March 16, 2009. 



Response to Arguments 

2. Applicant's arguments filed April 15, 2009 have been fully considered but they 
are not persuasive. 

First, Applicant argues that Genereux's disclosure of a pre-cast ingot does not 
teach the claimed limitation of casting a "component from a melt of the alloy". In 
response, the ingot is interpreted as the "component" (component is interpreted as 
being a part), and as was previously indicated on page 6 of the Office action using 
Metals Handbook, casting means forming an object into some shape from molten metal. 
Thus, the cast ingot of Genereux still properly reads on the claim limitation. 

Second, Applicant argues that Genereux's disclosure of applying hot isostatic 
pressing (HIP) on the cast ingot does not teach the claim limitation of "redensifying the 
component in a furnace immediately after the casting step". In response, HIP is a type 
of densification operation. This is further evidenced by instant claim 36, wherein the 
redensification step comprises HIP. HIP would also inherently be performed in a 
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furnace or physically enclosed space because of the elevated temperatures and 
pressures at which the operation is executed. With regard to the immediacy of the HIP 
step to the casting step, it was stated in the previous Office action (page 5) that 
Genereux does not specify the duration between the casting and HIP. However, it 
would be obvious to one of ordinary skill in the art to carry out HIP immediately after 
casting because doing so would decrease manufacturing time and increase the 
efficiency of the process. Furthermore, it should be emphasized that "immediately" is a 
term of relative degree; therefore, carrying out HIP after casting will be interpreted as 
being "immediate". 

Third, Applicant argues that it would not be routine experimentation for one of 

ordinary skill in the art to arrive at the claimed cooling rate because the cooling rate of 

Genereux is less than 1/10 the cooling rate of the claimed invention. In response, it has 

been established that 

[a] reference may be relied upon for aN that it would have 
reasonably suggested to one having ordinary skill the art, 
including nonpreferred embodiments . 

See MPEP § 2123 (l-ll), underlining added. In the present case, while Genereux's 
cooling rate lies outside the claimed range, Genereux discloses the effects of cooling at 
rates beyond the invention of the prior art. Therefore, it is known to one of ordinary skill 
in the art the consequences of cooling at non-preferred rates. It would furthermore be 
obvious to one of ordinary skill in the art to optimize the cooling rate for a desired 
precipitate particle size, as the cooling rate directly affects particle size. Applicant 
further asserts that since the goal of overaging is to produce larger gamma prime 
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precipitates, one of ordinary skill in the art, according to Genereux, would want to lower 
the cooling rate as much as possible to obtain larger gamma prime grains. In response, 
"larger" is a relative term. In Genereux, at least a part of the gamma prime phase goes 
into solution, and the gamma prime precipitates grow upon cooling during overaging 
(col. 4, lines 46-63). In other words, there is no precipitate (i.e., the size of the 
precipitate is zero) because all of the gamma prime phase is dissolved and then the 
precipitate acquires a physical dimension (i.e., the size is non-zero) during cooling. 
Thus, the gamma prime precipitates grow "larger". It should be noted that the 
precipitates still grow (become larger or coarsen) whether the cooling rate is the 
preferred embodiment of Genereux or outside the preferred embodiment; what differs is 
the final size of the precipitates, which is not claimed. Therefore, Genereux does not 
teach away from the claimed invention because it discloses the growth of precipitates at 
cooling rates both in the preferred and nonpreferred embodiments. 

Conclusion 

No claims are allowable. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanessa Velasquez whose telephone number is 571- 
270-3587. The examiner can normally be reached on Monday-Friday 9:00 AM-6:00 PM 
ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King, can be reached at 571 -272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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